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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claims 1-29 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 

the invention. 

Claims 1 and 29 are vague and indefinite with respect to the anode comprising a cobalt 
containing metallic outer part". It is unclear to the examiner if this outer part is the substrate or 
not from the instant claim and specification as set forth. It appears from applicants examples that 
this "metal outer part" is not an "outer part" at all but rather the substrate on which the 
electrochemically active material is formed. 

Claims 2-28 are dependent on claim 1 and therefore have the same deficiencies. 

Claim 29 is fiirther vague and indefinite with respect to what component of the cell that is 
being instantly claimed, since there is a laundry list of parts. Should applicant maintain that this 
is proper, then the examiner will impose a genus of species election. 

Claim Objections 

3. Claim 25 is objected to under 37 CFR 1 .75(c), as being of improper dependent form for 
failing to further limit the subject matter of a previous claim. Applicant is required to cancel the 
claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or rewrite the 
claim(s) in independent form. 
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Claim 25 does not further limit the cell since the cell has not positively recited that it has 
an electrolyte and further since and electrolyte and the processing temperatures are not a part of 
the cell features. Applicant will probably argue that the electrolyte is a part of the cell features, 
however, unless the cell is a closed cell wherein the electrolyte can not be removed, it is not a 
part of the cell per se as the cell can be used with various other electrolj^es as can be seen by the 
prior art to Kishi et al (5954928) used in the 35 USC 102(b) rejection below. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in pubhc use or on 
sale in this country, more than one year prior to the date of appUcation for patent in the United States. 

5. Claims 1 , 2, 5, 7-11 , 1 5, 16, 24, 29 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Kishi et al (5952928). 

Kishi et al disclose a metal substrate of either stainless steel, nickel, cobalt, iron and steel. 
See col. 3, line 66 - col. 4, line 3. The patent discloses an activated cathode that has a substrate 
on which a first layer which contains nickel or cobalt as a main component is formed on the 
metal substrate and wherein the nickel or cobalt are in the form of an oxide. See abstract. The 
patent fiirther discloses a second layer deposited on the first layer and being that of fine platinum 
or ruthenium particles. See col. 3, lines 16-40. Further it discloses that the ruthenium particles 
are oxidized. See col. 3, line 45. 
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The prior art of Kishi et al anticipates the applicants instant invention as set forth above. 
AppHcant will probably argue that their instant invention is an anode, not a cathode, however, 
this is an apparatus claim and the term "anode" only indicates how the electrode is connected 
into the circuit and therefore, the final product electrode could be either an anode or a cathode. 
Its intended use is given little or no patentable weight. The recitation in claims 2,7 and 8 with 
respect to the integral oxide layer having a porosity is met by the prior art of Kishi et al since the 
phrase "up to 12%" has been used, which means that the integral oxide does not have to have 
any porosity at all (i.e. it can be zero). Therefore, this aspect of the invention has been met. Since 
the first layer is specific to the layer being cobalt oxide, it appears that the percentages in the 
instant claim have been met, since it appears that the layer is 100% cobalt oxide, since that is the 
only constituent mentioned being on the substrate. With respect to claims 9-1 1, it appears that 
the CoO layer is electrochemically active as set forth in the Kishi et al patent and that the 
protective layer is that of a ruthenium or platinum layer since the platinum is not easily oxidized 
and the ruthenium has the ability to transform to ruthenium oxide and revert back to ruthenium 
when there is current applied. The interior first layer could also be considered to be the 
protective layer to protect the substrate which is known in the art. The anode is shown to have a 
protective layer of the platinum or ruthenium and that depending on which one is used, the 
ruthenium can form an oxide passivation layer. With respect to claim 24, the Kishi et al patent 
discloses the use of the cathode in an electroplating cell and since the cell as instantly claimed 
does not have to be used for electrowinning of aluminum, since it is the cell structural features 
that are being claimed, it appears that BCishi et al meets the requirements of the instant claim as 
set forth. Claim 29 shows a cathode component having a cobalt oxide and therefore meets the 
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instant claims as set forth. Therefore, the prior art of Kishi et al anticipates the applicants instant 
invention for the reasons set forth above. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in pubhc use or on 
sale in this country, more than one year prior to the date of appUcation for patent in the United States. 

7. Claims 1,5,7-11,18, 19, 22, 24, 29 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Lim et al (5248510). 

Lim et al disclose a nickel electrode having a porous nickel substrate and a cobalt oxide 
passivation layer on the nickel substrate. The cobalt oxide is applied to the nickel substrate by 
contacting the substrate with an aqueous solution of cobalt nitrate, removing the excess solution 
and heating the substrate in an oxygen environment to form cobalt oxide. See abstract. The 
nickel substrate is heated in an oxygen containing atmosphere of air to a temperature sufficient to 
convert the cobalt nitrate to cobalt oxide. The heat treatment is at a temperature of from about 
300 to about 400 ° C for about 15 to 20 minutes. See col. 4, lines 58-65. The nickel substrate is 
impregnated within its open porosity with a mass of active material which is nickel 
hydroxide/oxide doped with 6 to 10 percent by weight of cobalt. 

The prior art of Lim et al anticipates the applicants instant invention as shown by way of 
the disclosure above with respect to the instant claims as presented. Again, even though this is a 
positive elecfrode being recited in the Lim et al document, the final product electrode is the same 
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as the applicants electrode and it is immaterial as to the designation of "anode" or "cathode", 
since this is intended use of the electrode. 

Double Patenting 

8. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 

improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fiilly comply with 37 CFR 
3.73(b). 

9. Claims 1-17, 24-29 are provisionally rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 1, 10, 11, 13, 23-27, 32-44, 48 of 
copending Application No. 10/591635. Although the conflicting claims are not identical, they 
are not patentably distinct from each other because the claims of the copending application 
encompass those of the instant invention. The difference between the copending application and 
that of the instant invention is that the copending appUcation claims the cell including the anode 
as set forth in the instant invention. 

This is a provisional obviousness-type double patenting rejection because the conflicting 



claims have not in fact been patented. 
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Double Patenting 

10. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g.. In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1 .321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fiilly comply with 37 CFR 
3.73(b). 

1 1 . Claims 1,4, 6,1 8-29 provisionally rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 1, 4-8, 9, 33, 34, 36-47 of copending 
Application No. 10/591636. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the claims of the copending application encompass 
those of the instant invention. The difference between the copending applications claims as that 
of the instant inventions claims is that the copending applications claims disclose that the 
electrical conductive substrate can be more than just a cobalt containing metallic outer part and 
sets forth that the substrate maybe Co in a dependent claim. 

This is a provisional obviousness-type double patenting rejection because the conflicting 



claims have not in fact been patented. 
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Any inquiry concerning this communication or earlier communications trom the 
examiner should be directed to Bruce F. Bell whose telephone number is 571-272-1296. The 
examiner can normally be reached on Monday-Friday 6:30 AM - 3:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached on 571 272-1292. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Elecfronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



BFB 

March 28, 2008 



/Bruce F.Bell/ 

Primary Examiner, Art Unit 1795 



